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Remarks/Arguments 



In the previous Office Action {Restriction requirement), Applicant selected 
Claims 1 -14 of Group ! without traverse. With respect to the election of species 
requirement, Applicant elected Example 19 with traverse. 

In the current Office Action, Applicant believes Group I is being further restricted 
to various function groups as indicated on page 3 of the Action. Applicant has not had 
a chance to argue over these restriction requirements until now, and therefore 
respectfully traverses the restriction requirements in this Action. 

Applicant initially points out that the current Action restricts Group I to an infinite 
(or indefinite) amount of inventions. Practically, the Action does not restrict the present 
application at all and thus is not proper. 

In addition, the criteria for restriction is set forth in section 803 of the MPEP as 

follows: 

There are two criteria for a proper requirement for restriction between 
patentabiy distinct inventions: 

(A) The inventions must be independent or distinct; and 

(B) There must be a serioysjzwjpte^on the examiner if 
restriction is requited, (emphasis added) (internal citations 
omitted). 

In this regard, Applicant respectfully submits that examination of all current 
pending claims 1-14 of the present application is far less burdensome for both Applicant 
and Examiner than would be prosecution of an indefinite number of separately filed 
applications as a result of Examiner's restriction. 

In addition, the Office Action appears to be restricting the various groups from 
Markush type claims. According to MPEP section 803.02, 



As an example, in the case of an application with a Markush-type 
claim drawn to the compound *>X-R<. wherein R is a radical selected 
from (he group consisting of A, B, C, D, and E the examiner may 
require a provisional election of a single species, **>XA, XB, XC, XD, 
or XE< The Markush-type claim would then be examined fully with 
respect to the elected species and any species considered to be 
clearly unpatentable over the elected species. If on examination the 
elected species is found to be anticipated or rendered obvious by 
prior art, the Markush-type claim and claims to the elected species 
shall be rejected, and claims to the nonelected species would be held 
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withdrawn from further consideration, ... On the other hand, should 
no prior art be found that anticipates or renders obvious the elected 
species, the search of the Markush-type claim will be extended. ... 

Applicant respectfully submits that the proper MPEP procedure has not been 
followed with respect to the present Markush groups. An election of species was made 
and a prior art search was conducted that did not render the elected species 
unpatentable (see bottom of page 3 in Office Action where the elected species is 
allowable). According to the MPEP, the search should then be extended to cover non- 
elected species until prior art is found that might render the claims unpatentable. It 
should be noted that the Office has not cited any prior art that would make the claimed 
invention unpatentable. 

In conclusion, Applicant respectfully traverses the restriction requirement is 
this Action since a finite group of inventions were not identified, a serious burden 
would be imposed by the infinite number of separately filed applications that wouSd 
be needed and that the proper procedure under MPEP 803.02 has not been 
followed. Based on these arguments. Applicants respectfully request reconsideration 
of the restriction requirement in the present Office Action. 

Applicant would be happy to discuss this restriction requirement and can be 
contacted at the telephone number indicated below. 

If the restriction requirement is not modified, then Applicant will respectfully 
elect to file a petition under 37 CFR 1.144 to review the final restriction requirement. 

No fee is beiieved due for this response. If any fee is due, please charge the 
appropriate fee amount to Pfizer Deposit Account No. 16-1445, 

Respectfully submitted, 

Date: August 30, 2006 /James A. Jubinsky/ 
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